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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on November 3, 2006 has been entered. 

2. Claims 1, 4, 7, and 10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Applicants have claimed that the hydroxy-C2-C4-alkyl (meth)acrylate component is 
selected from the group consisting of hydroxy ethylacrylate and hydroxypropylacrylate; however, 
this language is confusing, because the recited species do not encompass C4 alkyl groups or 
methacrylate groups. It is unclear why presumably excluded species are encompassed by the 
language specifying or identifying the Markush group. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1, 4, 7, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WO 01/25359. 

The reference discloses polyurethane diacrylates and powder coatings derived from the 
polyurethane diacrylates, wherein the polyurethane diacrylates are produced from the reaction of 
hexane diisocyanate with ethylene glycol, butanediol, and hydroxyethyl acrylate in a molar ratio 
that meets that claimed. See example 5 on page 46 and examples 3 and 4 on pages 49-5 1 . 
Though other mixtures of diols are not exemplified that specifically meet those claimed, the 
reference does disclose the use of other diol species that meet those claimed at page 22, lines 18- 
25. Since the diols of the exemplified blend are included within this listing of diols, this listing 
essentially establishes the equivalency of the disclosed other diol species to those of the example. 
Accordingly, it would have been prima facie obvious to utilize any of the disclosed diols in the 
form of blends in the production of the polyurethane diacrylates, in accordance with the 
teachings of the example. 

5. Applicants have argued that their invention yields unexpected results over the prior art 
and have provided 37 CFR 1.132 declarations to demonstrate these results. The examiner has 
considered applicants' declarations; however, the declarations are deficient, because the 
examples of the declarations are not commensurate in scope with the claims. The claims 
encompass fractional values of X and molar ratios of the diols that are not exemplified within the 
declaration. For example, it would seem that the most relevant showings would be where X 
equals 2.5, since the claims encompass such a value and the prior art specifically exemplifies 
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such a value; however, no showings have been provided for this value. It has been held that 
evidence of unexpected results must pertain to the full extent of the subject matter claimed. In re 
Ackermann, 170 USPQ 340; In re Chupp, 2 USPQ2d 1437, 1440; In re Murch, 175 USPQ 89. 
Accordingly, it has been held that to overcome a reasonable case of prima facie obviousness, a 
given claim must be commensurate in scope with any showing of unexpected results. In re 
Greenfield, 197 USPQ 227. Furthermore, it has been held that a limited showing of criticality is 
insufficient to support a broadly claimed range. In re Lemin, 161 USPQ 288. For these reasons, 
applicants' declaration is insufficient to overcome the prior art rejection. Applicants' argument 
with respect to the criticality of a range is not understood, since the position is taken that the 
ranges are relevant to the obviousness or nonobviousness of the invention. 
6. It is noted that WO 01/25359 corresponds to U.S. Patent 6,825,241. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 



R. Sergent 
January 3, 2007 
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